
Panel 6B International Trade Law: Lessons from Eli Lilly and AstraZeneca 

Moderator Ton Zuijdwijk and panellists Jeremy de Beer, Shane Spelliscy, Sanjay Venugopal and Bassem 
Awad discussed the former interpretation of “use” under section 2 of the Canadian Patent Act as 
examined in AstraZeneca v Apotex and Eli Lilly v Canada. In AstraZeneca, the Supreme Court of Canada 
recently reversed the promise doctrine, rejecting the previous interpretation of “use” in favour of a 
modified approach. In Eli Lilly, heard under Chapter 11 of the North American Free Trade Agreement 
(NAFTA), the tribunal rejected the investor’s claim that Canadian courts’ interpretation of “useful” under 
the Patent Act violated Canada’s obligations under NAFTA.  

Both cases examined the promise doctrine under Canadian patent law. The panellists defined the 
promise doctrine as a patentee’s public disclosure of his or her invention and its promised use. Under 
section 2 of the Patent Act, a patent is required to be “useful”. The doctrine holds that a patent’s 
promise of a specific utility must be fulfilled and where no promise is made, a “mere scintilla of utility” 
suffices. The interpretation of patent utility was contextualized in the market competition between 
pharmaceutical and generic companies. Pharmaceutical companies have broadly interpreted the 
meaning of utility as being useful for some practical reason. However, generic companies have 
increasingly challenged this broad interpretation claiming that the specific utility of these patents are 
unknown at the time of filing and accordingly, do not fulfil their promises.  

In 2013, Eli Lilly filed a claim against the Canadian government under NAFTA Chapter 11, which provides 
for investor state dispute settlement (ISDS). Eli Lilly alleged that the Canadian courts’ interpretation of 
“useful” in the Patent Act and the application of its meaning to its patents violated Canada’s 
international obligations in NAFTA. Canada argued that Eli Lilly’s allegations were beyond the jurisdiction 
of the tribunal and that Canadian courts’ interpretations only become subject to ISDS where they 
amount to a denial of justice. Both parties agreed that the Canadian courts did not deny Eli Lilly justice. 
In 2017, the tribunal unanimously dismissed Eli Lilly’s claims and found that Canada complied with its 
NAFTA obligations.  

A couple of lessons can be learned from the tribunal’s dismissal of Eli Lilly’s claims. First, international 
arbitrators must be deferential to domestic appellant courts’ decisions. The tribunal must avoid 
assessing the correctness of domestic courts’ decisions and instead, only intervene where there has 
been a denial of justice. Eli Lilly failed to demonstrate an egregious and shocking shift in Canadian law 
that amounted to a denial of justice. Second, the decision sent a strong signal to investors like 
pharmaceutical companies of the difficulty to review domestic appellate decisions under ISDS. 

Although Eli Lilly had its patents invalidated, the law on the promise doctrine of use dramatically 
changed in AstraZeneca. In 2016, the Supreme Court of Canada heard AstraZeneca’s action against 
Apotex for patent infringement. Apotex sold the generic version of AstraZeneca’s patented drug. 
AstraZeneca appealed the Federal Court of Appeal’s invalidation of its patent for lack of utility in 
promising more than it could provide. In 2017, the Supreme Court upheld AstraZeneca’s appeal and 
rejected the promise doctrine as the correct method for determining whether the utility requirement is 
met under the Patent Act. The doctrine rejects any overstatement of use and therefore, was found to be 



inconsistent with the purpose of section 27(3) that instructs an inventor to fully describe the patent’s 
operation or use. Alternatively, the Supreme Court stated that utility shall be assessed by identifying the 
invention’s subject-matter claimed in the patent and asking whether that subject-matter is capable of 
practical purpose or actual result. Consequently, the Supreme Court’s holding broadened the scope of a 
patentee’s claimed utility in its invention and makes it more difficult to invalidate a patent on the 
grounds of use.  


